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STATEMENT OF A RGUMENTS IN SUPPORT OF 
PRE- APPEAL BRIEF REQUEST FOR REVIEW 

The following listing of clear errors in the Examiner's rejection and his failure to identify 
essential elements necessary for a prima facie basis of rejection are responsive to the Final 
Rejection mailed June 21 , 2006. The Examiner's entry of the Rule 1 16 Amendment canceling 
claim 8 and adding the subject matter thereof to independent claim 1 is very much appreciated. 

1. The p rior art does not disclose an aircraft exterior 
light cover which includes " a reflective element angled 
with respect to said light cover" 

As noted in the Advisory Action, claims 1-3, 7 and 9 would now be rejected under 35 USC 
§103 over the Gray and Carlson combination of references. 

The Examiner's admission on page 4 of the Final Rejection that "Gray fails to disclose the 
cover as comprising an aircraft exterior ligbt cover" is very much appreciated. In feet, the Gray 
reference teaches a lighting system for a hyperbaric chamber (a chamber having an abnormally high 
oxygen content for treating various illnesses). There is no allegation by the Examiner that the Gray 
patent has anything to do with aircraft or contains any suggestion of a problem with or solution to 
problems of aircraft external light covers. There is no suggestion that anything disclosed in Gray 
could even be adapted for an aircraft external light cover. 

The Carlson reference is the only applied reference having anything to do with an aircraft 

■ 

exterior light cover, but instead of teaching a reflective element which is angled with respect to the 
light cover, Carlson teaches the requirement of a fluid-tight cell 36 which is filled with "a eutectic 
mixture of water and denatured ethylene glycol/' (Carlson, column 6, lines 4-6). Thus, Carlson 
specifically teaches away from using a reflective element to reduce infrared radiation passing 
through an aircraft exterior light cover and instead teaches circulating "antifreeze" in order to 
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remove heat from the exterior li^it cover. While Carlson recognizes the problem, he solves the 
problem in a completely different manner from that of the present inventors in the claimed 
invention 

The Bantber reference has nothing to do with aircraft and aircraft exterior light cover or a 
reflective element angled with respect to the aircraft exterior light cover. 

Gagnon (U.S. Patent 3,650,808) has nothing to do with an "aircraft exterior light cover" or a 
light cover which includes "a reflective dement angled with respect to the light cover/' 

Thus, even if one of more of the above references were combined, they would not disclose 
the inventive combination of "an aircraft exterior light cover" including "a reflective element" where 
that reflective element is "angled with respect to said light cover" in order to reflect heat away from 
both the light cover and the light source. 

2« The E yamiTier fails to provide any "reason" or 
"motivation" for combining references 

+ 

The Court of Appeals for the Federal Circuit has held in the case of In re Rouffet, 
Al USPQ2d 1453, 1457-8 (Fed. Cir. 1998) that 

to prevent the use of hindsight based on the invention to defeat 
patentability of the invention, this court requires the examiner to 
show a motivation to combine the references that create the case 
of obviousness. In other words, the Examiner must show 
reasons that the skilled artisan, confronted with the same 
problems as the inventor and with no knowledge of the claimed 
invention, would select the elements from the cited prior art 
references for combination in the manner claimed, (emphasis 
added). 

In view of the above, the burden is on the Examiner to provide some "reason" or 
"motivation" for combining references. Inasmuch as claim 8 has been combined with claim 1, 
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O'BRIEN et al 
AppL No. 10/501,867 
October 18,2006 

the Examiner's rejection of amended claim 1 is that of claim 8 in the Final Rejection, i.e., based 
upon §103 as unpatentable over the Gray/Carlson combination. 

While the Examiner's conclusory statement that it would be obvious to one of ordinary 
skill in the art to combine Gray and Carlson, this does not meet the Court of Appeals' standard 
for providing an appropriate "reason" or "motivation." Gray teaches that reflective elements can 
be used on a hyperbaric chamber because of safety considerations in otherwise having a light in 
the highly oxidative atmosphere contained in the chamber. Carlson discloses an aircraft light 
cover where there is no problem relating to an oxidative atmosphere, but there is a problem with 
heat transmission from the light source to the light cover. 

The Examiner has simply provided no "reason" or "motivation" why one of ordinary skill 
in the art attempting to solve the problem solved by Applicants 1 invention would even look at the 
Gray reference. While he clearly might have reviewed the Carlson reference, this does not 
contain any indication or suggestion that the Gray teachings would be combinable or would work 
if combined. The Examiner has simply failed to provide any motivation or reason for combining 
Gary and Carlson. 

With respect to the other combinations, they would all include the Gray/Carlson 
combination and therefore the above comments with respect to claims 1-3,7 and 9 are herein 
incorporated by reference, especially with the obviousness rejections of claims 4 and 5 over the 
Gray/Carlson in view of Bamber rejection and the rejection of claim 6 over the 
Gray/Carlson/Bamber and Gagnon combination. The burden is on the Examiner to establish a 
prima facie basis of obviousness and the Examiner has failed to meet this burden. 
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3. The Carlson reference would actually lead one of 
ordinary skill in the art away from the claimed 
combination of elements 

As noted above, the Carlson reference - the only reference relating to an aircraft exterior 
light cover - teaches that the solution to the problem of heat generated by the light source is to 
provide a fluid filled cell as part of the exterior light cover so as to conduct heat away from the 
light cover. The present invention works on a completely different principle, in that it attempts 
to prevent the heat from reaching the light cover by reflecting it away by utilizing a reflective 
element angled with respect to the light cover. Carlson, while attempting to solve the problem 
which the present invention solves, goes in an entirely different direction from that of Applicants' 
claims. 

The Court of Appeals for the Federal Circuit has consistently held that it is "error to find 
obviousness where references 'diverge from and teach away from the invention at handV In re 
Fine, 5 USPQ2d 1596, 1599 (Fed. Cir. 1988). Here, because Carlson teaches a dramatically 
different solution to the heat problem, it would lead one of ordinary skill in the art away from the 
claimed invention. The Examiner has not indicated how or why one of ordinary skill would 
ignore the Carlson teachings and, instead, use the claimed reflective element 

Thus, in view of the above, not only is there no reason to combine references, the Carlson 
reference - a necessary part of the rejection of each of the independent and dependent claims - 
would literally lead one of ordinary skill in the art to apply a different solution to the problem 
and not the claimed solution. 

SUMMARY 

The above discussion categorizes the feet that none of the references disclose an aircraft 
exterior light cover where that light cover has a reflective element angled with respect to the light 
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cover for reflecting heat. Additionally, the Examiner has failed to provide any "reason" or 
"motivation" for combining the references. Finally, the Examiner apparently ignores the fact that 
the Carlson reference (a necessary reference in each of the rejections) literally would lead one of 
ordinary skill in the art attempting to solve Applicants 1 problems away from any solution relating 
to reflective elements and towards the Carlson solution of utilizing antifreeze to cool the exterior 

* 

light cover* 

As a result of the above, there is simply no support for the rejection of Applicants' 
independent claims or claims dependent thereon under 35 USC § 1 03. Applicants respectfully 
request that the Pre- Appeal Panel find that the application is allowed on the existing claims and 
prosecution on the merits should be closed. 
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